U. S.S.N. 09/760,362 

ErECTlON AND PRELiM.NARY AMENDMENT 
REMARKS 

,ees ™v .e a.e . co.ec.o. 

A supplemental information Disclosure 

..H unamended claim 1 pursuant to 37 C.F.R. §1-121 
A sheet showing marked-up amenae 

is attached hereto. 

TBAVERSAL OF RESTRICTION BEOU,™^^ ^^^^^^^ ^ ^^^^^^^^^^^ 

Claims 1-37 are present - The Office Action sets forth 

.e..ire.ent3.aanB,ectiohofSpe.esre..e.^^^^^ 

::;:rr^^^^^^^^^^ .pp.ic3htrespectf..tra.ersesthe 

— :::::rs— thattheR.— 

o.der for restriction to be proper, under ^^^^ ^ 

.stricter suhiect matter must he Mepenaen t o ..nc ^^^^ ^^^^^^^^^^^ 
..rden on the Office to ermine the clarmsr c^^^^ ^^^^^^ ^^.^^^^ 

, is respectfully submitted that ,n th,s .nstance, 
demonstrate either of these requirements. 

subject Matter Is Not .ndependen. or 3„„,g Q,eups 

groups as follows: 
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ELECTION AND PRELIMINARY AMENDMENT 

1 , c,ai.s 1-24 and 36 directed to a nte.hod o, treating neowascu,ar 
aiseas! t e eve .V adntin.tenn. a targeted p.otosensit.n, agent t at .nds to 
norl, endot.e„u., and .u.inat.g t.e t.ss.e to cause damage t ereto 

Group 2, c,ai.s 25-27 directed to a method o, treating neovascular d sease 
„e eve bv administering a first targeted photosensitizing compound t a 
, iv v binds to a first targeted tissue, and admin,ster,ng a second targeted 
ptIttlenLng compound tHatse,ect,ve,v.ndstoasecond targeted 

"^.reirappropriate, an election of speces in each e.eoted group cou.d be 

— irr:::— ent .d d,st,nct spe^es are claimed 
: at .ast one independent and distinct spec.es is cia-c, toget^w 
,enus The application presently provides generic claims as ,t relates to 
Thlsensitizer The Office can not impute a limitation to the claims from the 



disclosure. 

Arguments 



; r tne propnetv of a restr,ct,on requirement is t.o-pronged. T 

,3t is lether the claimed su.eot matter is independent or ^--f - - 
lond, ,s Whether there is hurden on the Office to examine all cla.ms ,n the same 

T;:: notw„hstanding the arguments helow, c,a,m 1 3 belongs ,n the group 

XVI as set forth by the Office. Claim 1 3 recites: 

Themethodof.a,mn_,where,nthef,g^^ 

-^^^do^aroffib^^rcTn °vr"vS receptor: and .v.3 integrin 
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EUCTION AND PRELIMINARY AMENDMENT 

. . . second ccpcnen, the -'•^-^Z^:,:^^:ZZ^::Z 
consisting of: receptor presen on abnormal ^^^9^^ 

;:r:,,l^rtrant^S:;r'.r:r; ^ P'-nt on a^nomta, 

T.e .T^r. wHicH is part of t.e elected species, is a receptor present on 
..e abnormal endotheiiu.. T.us, Cai. ,3 .e,on«s ^ 
With respect to the Restriction Requ.rennent, ,t ,s alleged 
s.hject matter ot Croups ,-XXXl, are unrelated because they are d,re e 
i„ rent n^ethods o, treating different diseases that differ w,th respect to the, 
: r: distmct products that di.fer with respect to their structures and 

.bat, lith respect to all groups, the prentise upon which the requirement ,s based 



is incorrect. 



"rlf Groups 1-XXlV and Groups XXV-XXXl, are directed methods of 
,.nlar diseases of the eye using a targeted photosensitizing 
::Io,...s ....^^ are directed to .its. Such 
:2ds wh. possibW oontammg distmct species ,and as noted abo. 

pjposes o, the following discussion reference is made to the group 1, which 
encon^passes the elected sub,ect n^atter, as outlined above. 

Group 1 . 

. . .irented ,o s method for treating neovascular disease of the eye 
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ErEC^ION AND PRELIMINARY AMENDMENT 

■th linht for a period of time sufficient to activate the 

r::::.,,.,:. ..... •» 

c.r^h a<? reoroduction and during 
...... E.-. »' • „,„,„„,.„,»., 

•-;r;:r==rr:::rr::— .--^^^^ 

conditions. It ,s known ^ ^ aae related macular degeneration 

involve ocular neovascuiari/ai.un. - associated with 

:;i."..,...n. ~ - " 

- -:,r.r::i « » ~ ••• - 
— •r::r-,:r,:;r::r:::::— 

,„„„ ,„ ........ '-""•^JZTJ,. ....... - 

thw IPDR) ARMD, rubeotic glaucoma, interstitial 
diabetic retinopa.hv ' ^^^^^^^ ,ssue damage can stimulate release 

retinopathy of prematuntv. in these disease , 

:::r::;j::-:r:::;:r^^ 
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EJECTION AND PRELIMINARY AMENDMENT 

c,a,.s a.e no, a.ecteC to d.fe.en, ..Hods o, -a.n. — 
diseases tha. differ with respec, to fheir etiology, using distinct product that d ffe 
:::spect,ot.eit structuresand targe. spec,,icitv. Tf,e.et.odsareortt^^ 

3 co.n.on underiving pathology using products that target the sa.e ssu. T 
instant claims are directed to methods that treat ocular cond.t.ons that ,nyolve 
ryslanzationhydestroy,ngtheneoyascu,aturehytarget,ngP— ^ 

agents to the endothelium lining of such neovasculature, and destroy.ng t. Th 
rgeting iseffectedusing agents that causethephotosensi,iz,ngcon.poundsth 

:e,Ledtotheendothel,um,anden.p,oyl,gandsthatspec,,ica,,y.ndtoreceptors 

'^^'^^;:r::::r::::ared,recte^ 

■ dlerse agents that do not share common structural features, but are d.rected 
destr^ng ecu. necascuiature .y target.ng p— 
agents to the neoyasculature. The dependent claims, thus, are not d.rected 
s not •■inventions,'' hut are directed to emhodiments of the -ent.on. 
What the Examiner has characterized as different restricta.e groups ar 
dependent claims directed to specific emhcdiments of the Calmed sub,ect matter^ 
The pendent Cairns specify ways of activating the photosensltizer, types o, 
arge t ng strategies, and different d.seases that share this common unde y,n 
;atho;oL.Th,s=uhiec,matterdoesnotwarrantmu,tlp,epatents,andcerta,n,v^ 

'"^^Ti::: : sett,ng up the requirement as a restr.ctlon reguirement rather 
,,„l,,,.no,spec,es,there,snogroupthatencompasses,hegenerc^^^^^^^^^^ 

as set forth in Cairns 1 , 25 and 28. Not only is It not reasonable t regu.re the 

p i ation it ,s unfair to deny coverage to a„ o, it, by setting up a restr.ct on 
lent that eliminates the poss,b„lty of generic coverage. Therefore, the 

requirement ^ :_,,,p,etP since all claim subject matter ,s 
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ELECTION AND PRELIMINARY AMENDMENT 

Furthermore, with the requirement as set forth, applicant could ultimately 
obtain a multitude o. patents, each to one of the groups, that expire on d.fferent 
days Since the Office has determined that claims to different photcsens,t,z,ng 
compounds, claims to different neovascular diseases of the eye, and claims to 
drfferen, targeting mechanisms such as antibodies, antigens, and receptors, are 
separate species, multiple patents could issue. Obviousness-type double patenting 
could not be asserted in this situation, and a later-issuing patent could possibly 
extend patent coverage. See MPEP 806, paragraph 3, which states: 

iwlhere inventions are related as disclosed but are not distinct as 
L^'imed, restriction is never P-P- Since, .restriction^^repuire^ 

re:u°rnt^rol"nrrL^mad;whe7e";elateVinV^^^^ as 
claimed are not distinct. 
See, also MPEP 804.01, which states: 

IJ S C 1 21 third sentence, provides that wherein the Office 
requires restriction, the patent of either the P-ent or anv division^ 
application thereof conforming to the requirement cannot be used as 
Tre eren^^^^^^^ the other. This apparent nullification of double 
patenting aVgTound of rejection or invalidity in such cases imposes a 
Teavy burden on the Office to guard against erroneous requirements 
?or resSon where the claims define essentially the 
in different language and which, if acquiesced in, might result in the 
issuance of several patents for the same invention. 
Thus obviousness-type double patenting cannot between a claim that recites: 

^r^fr-T=:^^^^::^s^^c-- 

time sufficien tTactivate the photosensitizing compound thereby causing 
binds ,0 abnormal endothelium that lines or composes neovasculature^.issu^ 
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ELECTION AND PRELIMINARY AMENDMENT 

l.nked to antibody to VEGF receptor, and the disease is macular 
degeneration. 

,n such methods, the same agent is targeted to necvasculature. The difference ,s 
the choice of subiect to be treated. Ir. one the disease involving neovascularization 
is diabetic retinopathy, in the other the disease is macular degeneration. 
No Burden on the Office 

AS discussed above, the subject matter as divided by the Office is not 
independent or distinct. In addition, it is respectfully submitted that the Office has 
failed to demonstrate that there is a serious burden necessitating such extensive 
restriction (see MPEP 803.02; 806.04(a)). 

Applicant is entitled to have more than one claim per application examined; 
in this instance there are 37 claims and a 37-way restriction requirement. It cannot 
be a burden to examine the claims grouped as suggested above if an election of 
species is imposed. The application includes 37 claims drafted in traditional 
manner of differing scope. Applicant is entitled to claim the subject matter under 
one or more claims of varying scope. Under U.S. patent practice, an applicant is 
not required to claim each and every embodiment of the subject matter they wish 
to protect as separate single claimed embodiments and in different patents. Thus, 
this restriction is improper. 

Also the fact that subject matter has different primary classifications ,s 
evidentiary of a burden, but not conclusive and is not demonstrative of a serious 
burden. The mandatory search for each of the groups is, if no, identical, 
substantially coincident. For example, the Office has indicated that Groups , 
through XXIV have been identified as having claimed subject matter classified in 
Class 424 subclasses 1 93. 1 and 9.51 ; that Groups XXV through XXXIl have been 
identified as having claimed subject matter classified in Class 424, subclasses 9.51 
and 9 34^ and Groups XXXIll through XL have been identified as having claimed 
subiect matter classified in Class 435, subclass 810 and Class 424, subclasses 
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EJECTION AND PRELIMINARY AMENDMENT 

XXXII- or XXX,,, through XL. ,n .act, the Examir^er would be recuired to search 
e^as .24, subclass 9.5. ,or a„ indicated Groups „ through XL,. The E.a.,ner has 
ler indicated that a search wouid he re.u,red in the san.e suhCasses 3. and 



* * * 



„iew of the ren,ar.s herein, withdrawal o, the re.uiren.ent for restric^n 
as drafted, and examination of the application on the merits are respectfully 
requested. 

^t^C^nZT^^'^HnS . McAULIFFE aP 



By._ 
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MARKED-UP CLAIMS (37 C.F.R. § 1.121) 

PIfiase amend claim 1 as follows: 

1 . (Amended) A method to treat neovascular disease of the eye, 

comprising: , • . i i, + 

administering a targeted photosensitizing compound [which] that 

selectively binds to abnormal endothelium that lines or composes 
neovasculature tissue; and 

illuminating the neosvaculature tissue with light for a period of t,me 
sufficient to activate the photcsensitizing compound thereby causing damage to 
neovasculature tissuaa^utwiflmulimEa^^ 



